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MESSAGE/COMMENTS 



OFFICIAL FILING 



Please file the attached documents: 

Reconsideration Request of Petition under 37 C.F.R. §1.47 - 14 pgs 

Attachments A-G - 12 pgs 
Declaration - 4 pgs 



Certificate of Facsimile Transmission 

I hereby certify triat this correspondence is being deposited 
via facsimile to Commissioner for PatGnts, Alexandria, VA 
22313-1450, at fax number 703 872 9306 on 



August 12, 2004 



\K Walker 



Date 



Th e information in this facsimile message A TTORNEY-CLIENT PRIVILEGED, WORK PRODUCT and/or CONFIDENTIAL ^^^^^^ 
the use of the individual or entity to whom this message » addressed. If the reader of this message is not the intended recipient or the employee or ^ ™ r 
delivering it to the intended recipient, you arc hereby notified that any dissemination, distribution or reproduction of this communication is smctly prohibited- If you nave 
received this communication in error, please immediately notify us by telephone and return the original message to us at the above address via maiL Thank yo* 
If transmission is interrupted or of poor quality, please notify us immediately by calling (513) 241-2324 and ask for the sender's 
assistant. OUR FAX NUMBER IS (513) 241-6234. 
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AUG 1 2 200 4 PATENT 

Certificate of Facsimile Transmission 

I hereby certify that this correspondence is being 
deposited via facsimile to Commissioner for 
Patents, Alexandria. VA 22313-1450, Office of 
Petitions, Attention: John J. Gillon. Jr., Esquire, at 
fax number 703 872 9306 on 



jlafie A. Walker 



—r August 12. 2004 



Date 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Serial No.: 10/680,338 

Conf. No.: 5451 

Filed: October 7, 2003 

Group Art Unit: 1615 

Examiner: Unknown 

ADDlicants - Achilefu et al. 

Tjt,e INDOLE COMPOUNDS AS NOVEL DYES FOR 

ORGAN FUNCTION MONITORING 

Attorney Docket No.: MRD-59CP 

Cincinnati, Ohio 45202 August 12, 2004 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

RECONSIDERATION REQUEST OF PETITION UNDER 37 CFR §1.47 
WITH STATEMENTS OF FACTS IN SUPPORT OF 
FILING ON BEHALF OF NONSIGNING INVENTOR 
AND DECLARATION OF PROPRIETARY INTEREST 

This Statement is made as to the pertinent facts that are relied 
upon to establish the diligent effort made to secure the execution of the 
Declaration by the nonsigning inventor, and to establish the proprietary interest of 
the entity to whom the application is to be assigned, for the above-identified 
patent application. 
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Applicant respectfully requests grant of this Petition because the 
nonsigning inventor's refusal to execute the Declaration and Assignment without 
payment of consulting fees amounts to a refusal to sign, in view of the Assignee's 
policy not to compensate former employees for such tasks. 

The Statement of Facts is being made by the available persons 
having first-hand knowledge of the facts recited therein. The Declaration is being 
made by an attorney at law familiar with the law of the jurisdiction and having first 
hand knowledge of the facts. 



IDENTIFICATION OF PERSONS MAKING THE STATEMENT OF FACTS 

Anthony R. Kinney, Esquire, Patent Attorney 

Tammy Torres, Senior Intellectual Property Paralegal 

Mallinckrodt Inc. 

675 McDonnell Boulevard 

St. Louis, Missouri 63134 

Beverly A. Lyman, Ph.D., Esquire 
Wood, Herron & Evans, L.L.P. 
2700 Carew Tower 
441 Vine Street 
Cincinnati, OH 45202 

IDENTIFICATION OF PERSON MAKING THE DECLARATION 

Anthony R. Kinney, Esquire, Patent Attorney 

Mallinckrodt Inc. 

675 McDonnell Boulevard 

St. Louis, Missouri 63134 

Beverly A. Lyman, Ph.D., Esquire, Patent Attorney 
Wood, Herron & Evans, L.L.P. 
2700 Carew Tower 
441 Vine Street 
Cincinnati, OH 45202 
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LAST KNOWN ADDRESS OF THE NONSIGNING INVENTOR 

Prior to July 22, 2004: 

Samuel Achilefu, Ph.D. 
3424 San Seville Court 
St. Louis, Missouri 63044 

As of July 22, 2004: 

Samuel Achilefu, Ph.D. 
10907 Leighton Court 
St. Louis, Missouri 63146 
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STATEMENT OF FACTS 

The nonsigning inventor is a former employee of Mallinckrodt Inc., 
to whom the invention will be assigned. The nonsigning inventor's reason for 
refusing to sign the Declaration is Mallinckrodt's refusal of his request for 
compensation, in the form of consulting fees of $150 per hour, for review and 
execution of formal documents. It is Mallinckrodt's policy not to compensate 
former employees for review and execution of documents to be submitted to the 
United States Patent and Trademark Office arising from their employment. 

The following statement is supported by Attachment A, Memo from 
Anthony R. Kinney, Esquire, patent attorney for Mallinckrodt Inc. 
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STATEMENT OF FACTS BY 
ANTHONY R- KINNEY, ESQUIRE 

I am a patent attorney for Mallinckrodt 

( called Or. Achilefu, the nonsigning inventor, on March 5, 2004, 
regarding execution of the Declaration, Assignment* and Power of Attorney 
documents, already In Dr, Achilefu's possession- I inquired about Dr. Achflefu's 
request to receive consulting fees for reviewing and executing these documents, 
and Informed Dr. Achilefu that Mallinckrodfs policy was not to pay consulting 
fees for executing formal documents to inventors that were no longer employees. 

Dr. Achilefu indicated that he was not refusing to execute these 
documents outright, but nevertheless would not execute these documents 
without being paid consultation fees for the time he spends reviewing and 
executing the paperwork. 

I stated that Mallinckrodt must then file these documents with a 
Petition describing Dr. Achilefu's refusal to sign, Dr. Achilefu stated that he 
would file a letter in the Patent Office in order that his reasons for refusing to 
execute the declaration are on record. 

Anthony R. Kinrtey, Esquire ^ 
Date 
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DECLARATION OF ANTHONY R. KINNEY, ESQUIRE 

I, Anthony R. Kinney, declare as follows: 

(1 ) I am a patent attorney for Mallinckrodt Inc. 

(2) The parent application, U.S. Serial Number 09/688,947, of 
the above-referenced application names four inventors: Samuel Achilefu, 
Raghavan Rajagopalan, Richard B. Dorshow, and Joseph E. Bugaj. The 
application is assigned to Mallinckrodt Inc. The Assignment was executed when 
the application was filed on October 16, 2000, and is Recorded at Reel 1 1251 , 
Frame 259-263. 

(3) The above-referenced application is a Continuation-ln-Part 
(U.S. Serial No. 10/680,338) of the parent application. The Continuation-ln-Part 
includes the above-named four inventors and adds Muthunadar Periasamy as an 
inventor. All of the inventors except Dr. Achilefu have assigned their rights in this 
invention to Mallinckrodt Inc. 

(4) Mallinckrodt Inc. has a proprietary interest in the 10/680,338 
application at least because of its relationship with the parent application, U.S. 
Serial Number 09/688,947, assigned to Mallinckrodt. 

(5) In my opinion, these facts support the conclusion that a court 
would award title to Mallinckrodt Inc. 
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I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the 
subject application or any patent issued thereon. 



Date 
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STATEMENT OF FACTS BY 
TAMMY TORRES 



1 am the Senior Paralegal for Intellectual Property at Mallinckrodt 



Inc. 



On February 17. 2004. Dr. Achilefu indicated receipt of the above 
referenced application and Declaration, and his .willingness to review and 
execute the documents. He stated that his consultation rate was $1 50 per hour 
and questioned to whom he should bill his time or. alternatively, that notification 
of the filing status of the application would suffice so that his execution of the 

Declaration would not be required. 

On February 27, 2004. 1 reminded Dr. Achilefu of the outstanding 
application, and requested his return of the executed documents by the due date 

of March 5. 2004. 

On February 29, 2004. Dr. Achilefu indicated changed 
circumstances making his time "extremely valuable". While insisting that his 
actions were not a refusal to execute the Declaration, he nevertheless indicated 
that he would not do so without compensation. 



PACEB/32-RCVDAT 




Date C 
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STATEMENT OF FACTS 

The nonsigning inventor is a former employee of Mallinckrodt Inc., 
to whom the invention will be assigned. Attempts by current officials of 
Mallinckrodt to obtain Dr. Achilefu's signature were unsuccessful. The 
undersigned representative was contacted by John Gillon, Esquire, U.S. Patent 
and Trademark Office, and directed to attempt delivery of the following 
documents to Dr. Achilefu for his signature: 

• Application as filed; 

• Declaration, Power of Attorney and Petition 

• Assignment of Invention 

The following statement is supported by the following Attachments: 
"D" - July 19, 2004 letter to Dr. Achilefu via Federal Express enclosing the 
application as filed and documents for execution; "E" - package returned from 
Federal Express; T" - July 23, 2004 letter to Dr. Achilefu via Federal Express 
containing same documents, and Federal Express confirmation of delivery; and 
"G" - July 13, 2004 and July 22, 2004 e-mail correspondence with Tammy 
Torres Ginn, Mallinckrodt, to obtain mailing address for Dr. Achilefu. 
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STATEMENT OF FACTS BY 
BEVERLY A. LYMAN, Ph.D., ESQUIRE 



I am a partner with Wood, Herron & Evans, LLP. prosecuting the 



10/680,338 application for Mallinckrodt. 



Dr. Achilefu, the nonsigning inventor, was sent on July 19, 2004 via 



Federal Express (tracking number 461063467318), a cover letter enclosing the 
application as filed, Declaration, Power of Attorney and Petition, and an 
Assignment of Invention. 

These documents were returned to us from Federal Express on 
July 23, 2004 with a notation that the address was incorrect. 

A new address was diligently obtained for Dr. Achilefu and the 
documents with a new cover letter were sent again on July 23, 2004 via Federal 
Express (tracking number 461063467513). It was requested that Dr. Achilefu 
sign the documents and return to us by August 2, 2004. 

As of today's date, August 12, 2004, the executed documents have 
not been received from Dr. Achilefu. 
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DECLARATION OF BEVERLY A. LYMAN, PH.D., ESQUIRE 

I, Beverly A. Lyman, declare as follows: 

(1 ) I am a partner with Wood, Herron & Evans L.L.P. 

(2) The documents for execution in this application, including 
the application as filed, the Declaration, Power of Attorney and Petition, and the 
Assignment were sent to Dr. Achilefu on July 23, 2004 via Federal Express. 

(3) It was requested that Dr. Achilefu sign and return the 
documents to us by August 2, 2004 

(4) As of today's date, August 12, 2004, the executed 
documents have not been received from Dr. Achilefu 

(5) In my opinion, these facts support the conclusion that the 
Petition for Filing on Behalf of a Non-signing Inventor should be reconsidered 
and granted. 

I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the 
knowledge that willful false statements and the like so made are punishable by 

Page 12 of 14 

PACE 12/32 " RCVD AT S712/2004 12:27:47 PM [Eastern Daylight Time] » SVR:USPTO-EFXRF-K2 * DNIS:8729306 • CSID: ■ DURATION (mm-ss):08-36 



AUG- 12-2004 12:42 

fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the 
subject application or any patent issued thereon. 

Date Beverly A. Lyman, Ph.D., Esquire 
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The Examiner is authorized to charge $130.00, the fee due for 



submission of this Petition pursuant to 37 CFR §1 .17(h) to Deposit Account No. 
30-2300. Applicants do not believe any other fee is due with this submission. 
However, if any other fees are deemed due. the Examiner is authorized to 
charge such fees to Deposit Account No. 30-2300. 



WOOD, HERRON & EVANS, LLP. 

2700 Carew Tower 

Cincinnati, Ohio 45202 

513 241 2324 

513 421 7269 - facsimile 
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Respectfully submitted, 

WOOD, HERRON & EVANS, L.L.P. 



Beverly A. Lyman, Ph.D. 
Reg. No. 41,961 
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